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MDA (T295/94%%) IZOWTHLEL TV 22 EDWETH LY, Bl 21X, T06/0212B W\ T
X, VO — 2T 2TV by ORGRESEEE ShTwies, Zhud, ZEfbF 5 vRT R
WAL SN T W 720, YEESTEA204ERT DD D TH 5 Z & i3, HEM R IRIEEER &1
WZBWEHIBI S Twb,

HARMAERICE L Cid, 1EZ HEN 2 RN EB BN & 72 % &HW L7236 (T203/93)
LHDLD. TOFEFLIL, FLZLHELHEHCE S XERMA T I N L HESRDEE
ENZHDOTHY, oW S GERD) IR wmICEEL T iawEElbh b,

2-3 EiEO=Z—I0jR

MEFEHORFERICL Y REO=— X D5E SN2 L id. WEOREDOLEEDH L2
HFAELTOLREAICRY, HEW R ZRNEBER L %25 (T109/82),

REO=Z X2 HETH70121F. 1 NOBFEZTH TRARE SN LE ] Z2FA L7
ELTH T TIE%R < (T605/91), BT A RITISHUL L9 953 F F LilkA0WE D &
LiThNh b Z EBUETH B,

CORIZEA L, CLBoAIZIZ, ATt AN, ZIUIIE) BFHAFIRZICD 22 b 5T, 20
EL IO 72 ) BB TEBEINZHEITB VT, WREWA, F0 X D) RREFNAFIR
FEEEST 2 V) HNWREOMIREZRMA LA Lk, BENZ KRN EERER L 25
(T271/84) L Dit#HDb H5°,

2 Generally speaking, prejudice cannot be demonstrated by a statement in a single patent
specification, since the technical information in a patent specification or a scientific article might be
based on special premises or on the personal view of the author. However, this principle does not
apply to explanations in a standard work or textbook representing common expert knowledge in
the field concerned (T 19/81, O] 1982, 51; T 104/83; T 321/87; T 392/88; T 519/89; T 453/92; T
900/95; T 1212/01). In T 515/91 the board regarded "ABC Naturwissenschaft und Technik" as a
standard work (see also T 461/92, T 152/93)

3 Generally speaking, established board of appeal case law is very strict when it comes to
recognising the existence of a prejudice. A solution put forward as overcoming a prejudice must
clash with the prevailing teaching of experts in the field, i.e. their unanimous experience and
notions, rather than merely cite its rejection by individual specialists or firms

4 The age of documents known long before the filing date might only be an indication of an
inventive step if a need for the solution of an unsolved problem had existed for the entire period
between the date of the documents and that of the invention (T 79/82, T 295/94).

5 1In T 605/91 the board stated that it was not sufficient if only one individual skilled person
discovered a "long-felt need". Only if various and repeated attempts to deal with the relevant
disadvantages could be identified would such a long-felt need appear to have persisted.

6 Where a process had been performed successfully on a commercial scale for more than 20 years
in spite of economic disadvantages associated with it, and the claimed invention provided a solution
to the technical problem of avoiding such economic disadvantages, this supported a finding of
inventive step
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BOTHH> T, MOFERPLAELZDDTIEEWT L EZFEIEL R ITNE R SRV E Rz BT,
;h%@%ﬁ@ﬁﬁ% FELTWS,

TR L. T626/9612 BTy PUBHRHERIE. S RIS ISR & 2 EHEN D) % E K
% DETIA B ENTVWE Z LITMA SRR DIEF IR TER I N72720
LS 2RENDLENER DL I HIICELRDLERRTVEE, ok d, TOREIIBVT
u\%%%&wuﬁﬁﬁéﬁm\%%%ﬁ%ﬁ%ﬁ%umwﬁ%%ﬁm?é’ai&#o%f&
%9 & LTEBMNUIAHMICEEINTWAZ ERD, BENEIMIERISHEL VARV E
bbb,

2 -5 BRI E—FR—F A%

CLBoAIZ L iE, EiE3 Nz FHENORIRIT, HFEWN R ZRNEZBRER EMEDITE I LR
TELEENTVS (T181/82) b DD, FNAS, NRFEWOREUAOMEZ HRT LT E
WA, UHHIREHE LS [R—F2A%%] THYHEMNLR RNEZERER L IZVZ W
(T766/92,T431/93,T1192/09,T1936/13%:) & &R T3,

ZOBEEMIFIZE L TiE, T936/96 3 FBRE W HIE 2R LTV 5, [FPUEIZBWT, Hidiwil
iE, BIENLRBINRESER SN, o, 20 XD ZMEICTS 258 ORI L EZIC X
o TR AKEICIRS LTHESNS Z PV I N2 51, ZoMmkidEits 635

LIXV T, COFHIIE. RRFEHIMMOFMN L E LRI L7z L W) HEICL->TEESN
BRWERR, ZOHME LT, ZOL) BMAMPFAEEZRERL TR LD, BERIT, HRE

7 In T 1212/01 the patent related to pyrazolopyrimidinones for the treatment of impotence
(Viagra). The board stated that in order to establish commercial success as an indicia of inventive
step two evidentiary steps were required. Firstly, commercial success must be demonstrated and,
secondly, it had to be shown that such success resulted from the claimed invention and not from
one or more other causes. Viagra had been the subject of various awards and praise in various
journals. The board stated that the prizes would have been significant if awarded by persons who
understood patent law. If however the prizes were awarded for the product's life-enhancing nature,
or for the appellants' high standard of research, or for a high level of sales, then, for all that any of
those reasons might well be prize-worthy, the prizes can have no significance in the context of
inventive step. The board arrived at the conclusion that the evidence did not establish that the
"prizes and praises" resulted from the claimed inventive step.

8 In T 626/96 the invention had likewise achieved great commercial success and gained
widespread recognition in a number of countries. Furthermore, the success was achieved in a very
short space of time, so that there seemed to be a pressing commercial need for 1.D.10. Secondary
indicia in the assessment of inventive step 269 this simple solution. Furthermore, the success was
directly attributable to the structure of the product claimed and was not due to marketing
techniques or advertising skills.
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W7 7O —F 2 RBELEVEORTWEYH S (T284/96D367HSM) b bHEfFIFo5h b,

ZNTIE, ZRWERERIE, EOL) RRBHTED L) ITHEET L2Dh. TOHIZONT
. SRERER I, SRPERR T 7o —FI2 X ) HARERAE LT, EEREOFEICON

9 An effect which may be said to be unexpected can be regarded as an indication of inventive step
(T 181/82, O] 1984, 401). However, certain preconditions have to be met. In T 21/81 (O] 1983, 15)
the board considered that if, having regard to the state of the art, it would already have been
obvious for a skilled person to arrive at something falling within the terms of a claim, because an
advantageous effect could be expected to result from the combination of the teachings of the prior
art documents, such claim lacked inventive step, irrespective of the circumstance that an extra
effect (possibly unforeseen) was obtained (see T 365/86, T 350/87, T 226/88). This case law was
also confirmed in T 69/83 (O] 1984, 357). Where, because of an essential part of the technical
problem being addressed, the state of the art obliged a skilled person to adopt a certain solution,
that solution was not automatically rendered inventive by the fact that it also unexpectedly solved
part of the problem. Therefore, an unexpected bonus effect does not confer inventiveness on an
obvious solution (T 231/97). If it is obvious for the skilled person to combine prior art teachings in
order to solve an essential part of the problem, the presence of even an unexpected extra effect
allowing another part of the problem to be solved at the same time does not in principle imply the
presence of inventive step (T 170/06).

10 CoIZB L, T 192/8212B VT, g tiid, UL, TOHMND 72O IZBEICHIH T HE 72 i
FOFETHEIHEH L 20 S hwnw ek LT, MfESN2865 1004055 FEREOMEHIE,
% OWREMED S OREINZ LD A, BMOREIEILT 2 LIck W EEEEZHESNZTH
BN, ZOFEICHET HEREOXRME, FEND [KR—F 2] FEIFET L2200 0b5T, 2
FLWBERIBIE L [—H#17] RRZEARTDIOTHY, BHOAHAMELZBE L ZWEZ BT
W5 (Furthermore, in T 192/82 (O] 1984, 415) the board stated that the skilled person had to be
free to employ the best means already available for his purposes, although the use of means
leading to some expected improvements might well be patentable in relying on an additional effect,
provided this involved a choice from a multiplicity of possibilities. The lack of alternatives in this
respect might therefore create a "one-way-street" situation leading to predictable advantages which
remained obvious in spite of the existence of some unexpected "bonus" effect (T 1936/13)), L #*
L. #IICHEEZ S LA, 2320 EAMIIBESN 2 VOT, HEMORRITKR] 320
FUHIAFICHEZ 5,

11 BEEBoTh o205, T ZHETE2HEATHIEMZRHFIIHNEETH 5,

12 According to established case law of the boards of appeal, a mere investigation for indications of
the presence of inventive step is no substitute for the technically skilled assessment of the
invention vis-a-vis the state of the art pursuant to Art. 56 EPC. W
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(7) W¥LoKY (commercial success)
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(7) FHEhRRER (unexpected results)

() MFEDIM (failure of others)
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)T B RN D 5L,
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EERORBBIIEH 2K SN TW5B EITnnlinE oER»H 5,

13 Secondary indicia of this kind are only of importance in cases of doubt, i.e. when objective
evaluation of the prior art teachings has yet to provide a clear picture.

14 HEORRVARETHDLEZ DLV LIENHERHRTH S,

15 #lziX. Amanda Wieker, Secondary Consideration Should Be Given Increased Weight in Obviousness
Inquiries Under 35 U.S.C in the Post KSR World

16 Dorothy Whelen, A Critics of the Use of Secondary Considerations in Applying the Section 103
Nonobviousness Test for Patentability, Boston College Law review Vo,ume28, Issue2, November2,
Articleb

17 Dorothy Whelen, A Critics of the Use of Secondary Considerations in Applying the Section 103
Nonobviousness Test for Patentability, Boston College Law review Vo,ume28, Issue2, November2,
Articleb

Vol. 19 No. 227 -5- MEARD L 20214E 8 H



3-4 [P LW ORR

CAFCiZ. [RasERkD ] LRarE O & ORI OWT, RS ] 28~ —7 7 41
YTEFECLBIE B EE LT, TOMIERERITETAD L HEBEDRSZ AT 28
BATHY . [BENED ] ENRIEWHDORRDIIED /N — FIIZRNE WD E 5 2157\,

3-5 [FPHEIOMER] OHEM

ER TP ORR 12 “RINEEER L L THEBST2HAFHEMLTE Y, ToHHI,
[PESER ST 1SF DD ZRIZ REERN TR ORRICE Y ELAENLDDTHL I L EERD,
[FHANORR] BERN L EEERNTH S LITROSND L O H 5"

B, STV THRIOFERIILEZTHY) ., BB TE LV LITHETINETH D,
[TREANOBR] THEHZ Lid, WREVOYME TIE %L, WmFEOFBIGER D H58E S
BRELDTH 5%,

3-6 EPOXDILEK

FASERDEINZ R LTy W RIEW ORFR7 v LRI & ORRBIGR 2 B 12 20K 2 )BTl
FHiFET 5, ZHSH L, [FESORE] KL T B LB Y. REKIZBWTIXS
NHERIN TV DL LOEFHIH L0120 L. EPOICBW TR, 2hid [R—F 2R Tdh
L LTHEMZ ZRMEBER & L2 EACLBoAIZHRL SN TV L) HiEDLD 5.

4 HABEIZHT 2R

HFEO EB Y. EPOICBW TR, BEMULT 70 —FIC X W BESHBEMEI G E s N6 (E
WD E S NI2HE) BV TIE, ZRINERERSAEAE L THERMEIEES NS (FHH
FIESIBESING) L. ZRERER L, 2w, FERER7 7o —FI12 X ) HH
BAETRAME O N T, HEREOF IOV TEEAIR D RIEICB VT, B O EO RO
L L THRIEETAICTELRVWEVWIRZITH A,

o2 EiE. ZRMEBEERNZEH L2 VHAROBRHEZOZ UL RTDHDOE VR b,

$4 XNRFKPOBHNIFZRMEVRBDORERBNS ESFICET IHE

1 x53EW o HoREE Tk

B IZ BV Tid, DRHRFEEWO BIY ] SRRV oMK 2 B £ 2 THME oLz R L%
BUICRRET 2 R& LIBR7Y, o THRFEWO B CUIHRE) | 1 E5 1 B5#E M % Bk
BIODHEELERE R D,

2 Bl E O Tk

[(NRFEWOHK ] EXHSNLENEDOH, WERRT 70 —FI2B3 2 [HarivE] <
HY. I WRIEY] & ATHAMN OME LAV EA I TRIRAD HME L TR (FE) Shb
bDTH%, CLBoAIL, [HAMMHEE] OMBRICKHEL Tk, BMELE#T 5720, JFLHEHD

18 HiBIEL6
19 FRINEERE O 35 @& L O ZIRIZ B E 2D W T (1) (RiEVoll9.No226018H)
20 HiEDITH

Vol. 19 No. 227 -6- MEARD L 20214E 8 H



RRIHAREF O AT 2 B V) 2 5 1A K ORI Z B ZE R I2oWT (1)

MRFROERZZE VI mi?éﬂ%#%%kﬁﬁbfwé” Z LT, FIEEHED
BRI R, T2 THMHEE] 3, (TR REWMBEMICE T3 0TIE %L, %) BAR
&ﬁWVNwmmLt%@fééiokﬁbnéja@_af%é%

3 BARERIL L OBR

AIfRIZBWTIE, [WHRFEHOHB ] OREEL Wtfﬂ%”%®%m%% (T5H L L BMIE
Fitk & OBIRICOWT, [WREHOHN CUIIE) | OFBE. MR 0 72 0 o #4if 1)H]
Mf%é#%\:thtfﬂ%K%®%m%%FLf%&ﬂ%& ULV EDREERL
2B, 0F D, ZOXHICHEESNZHR CUIREE) &, 20 F T TIIETIFLEKYEORIKIC
BOWTHHEEINEZTTHY, %@%@ﬁf?ﬂM®X777f%%ﬁﬁﬁH®ﬁﬁ@ﬂ%K%

TIE. A RIEVIORER S O E O Z BBy E W2 BT, 2ORROBESMEZ v,
%n#ﬁ%éhf%bfﬁﬁﬁﬂﬁm7ukxcﬁ&xnécam&é@v&é%):@;5
2y TR ORE R L WM EORRR %2 B#oscE W LT, ZORBOBSHEZM S ] &
W) ATy TEMAALZ LIS D BRAEE RSS2 ENTE S,

B, ARICBVT, [HRAE] &) iR TSN WERIHE] 28%KT2b0L L
THHAL TS, CoMICEL, Biiid, [EREALERT] LT 2m3IIBW T, [FES
NAEBAME] LWIBMESEMEH LTV, [HBANE] LWISHEO= 27 VAPEEN D
DTHAN0, ARIZBWTIE, FHEMHBORIZ, TFFEIN2HBENHN] & [FF3hinE
BECHWT ] E23H Y. BB E [HRNE] LIFRT2 L EHL TV,

4 ZRMZBEENOFRENZERIZOWT

TRIMFERER &3, T ICHRT U RIICER TS L0 ) BRTH DA RBREN
W EDEIBRBRICERDLDTH A I o ZRNEBERDPEEHETLRWI LIZHLNATH S
POMBEHENPLE DR Z 5, LAL, ZRVEEERIGRGN 12D X0 EEHEZHER
XEDHDOTE ARV, U, HFERD. [ZUT EEN2BH 2 38T 2R ANE < SHFAE
L7Z2IC bbb LT INTTRIASNE L o728 0D 2 L id, YRS EMICRETHL &

21 According to the established case law, the technical problem addressed by an invention has to
be formulated in such a way that it does not contain pointers to the solution or partially anticipate
the solution, since including part of a solution offered by an invention in the statement of the
problem necessarily results in an ex post facto view being taken of inventive step when the state
of the art was assessed in terms of that problem (see e.g. T 229/85, O] 1987, 237; T 99/85, O] 1987,
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